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Docket No.: 63249(50964) 
(PATENT) 



IN THE UNITED STATES PATENT AND TRADEMARK OFFICE 



In re Patent Application of: 
Barbara Monse et ah 

Application No.: 10/532,263 

Filed: April 12, 2005 

For: N.N-BRIDGED, NITROGEN-SUBSTITUTED 
CARBACYCUC INDOLOCARBAZOLES AS 
PROTEIN KINASE INHIBITORS 

Assistant Commissioner for Patents 

Mail Stop POT 

Commissioner for Patents 

P.O. Box 1450 

Alexandria, VA 22313-1450 



Confirmation No.: 8632 
Art Unit; Not Yet Assigned 
Examiner Not Yet Assigned 



08/31/2336 SBflSHEIR 08088088 0411S5 18532263 
*x uu*fej £68,80 Eft 



Dear Sir: 



Sir: 



PETITION UNDER 37 C.F.R. 51.47(a) 



In connection with the Response to Notice to File Missing Requirements ("the 
Response") being submitted on even date herewith, Applicants submit this Petition 
under 37 C.F.R. §1 .47(a). 

In this application, a Notification of Missing Requirements Under 35 U.S.C. 
§371 in the United States Designated/Elected Office was mailed by the U.S. Patent 
and Trademark Office on September 12, 2005. The Notification of Missing 
Requirements Under 35 U.S.C. §371 in the United States Designated/Elected Office 
indicated that an Oath or Declaration of the inventors was missing. 



Together with the Response, Applicant submits a Combined Declaration and 
Power of Attorney executed by nine (9) of the ten (10) ^^^Mi^MM^^^p m %^ 
the remaining inventor. Hanno Roder, has not executed %e t: fcrJcfaration J 36. m^CR O4110J 



10532263 



03/15/2006 LLftNDGRA 00000052 041105 10532263 
02 FC:1464 130.00 DA 



'VP* 



7 may 
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Accordingly, this is a petition under 37 C.F.R. §1 .47(a) to accept the 
declaration executed by the nine inventors on behalf of themselves and the non- 
signing inventor in order to avoid prejudice to the remaining inventors arid the 
Assignee. 

Statement of Facts 

The accompanying Declaration of Dr. Georg Schnappauf (which is 
incorporated herein by reference) sets forth the pertinent facts establishing the 
failure by Hanno Roder to sign the declaration. In brief, the facts are as follows. 

• Hanno Roder contributed to the making of this invention while under an 
obligation to assign his rights in the invention to NAD AG, 

• Mr. Roder is no longer employed by NAD AG nor by SIRENADE 
Pharmaceuticals AG as successor-in-interest to NAD AG. 

• After repeated efforts to contact Mr. Roder by mail and e-mail in connection 
with the filing of the present application, at his last known address and other 
addresses, Mr. Roder has either not been located despite diligent effort, or 
has refused to cooperate. 

Based on the above facts (as further described in the accompanying 
Declaration), it has been concluded that either (1) Hanno Roder cannot be found or 
reached after diligent effort, and/or (2) Hanno Roder was presented with the formal 
papers and a copy of the application as filed (including the specification, claims, and 
drawings), that Hanno Roder has failed to sign the declaration and that Hanno Roder 
is unwilling to execute the declaration at this time. Thus, relief under 37 C.F.R. 
§1 .47(a) is requested on behalf of the remaining inventors and the Assignee. 

As stated in the attached Declaration, Mr Roder's last known address in the 
United States is 39 Woodside Ave., Westport, CT 06880, U.S.A., although delivery of 
papers was also attempted at additional addresses (as also described in the 
Declaration). 
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Relief Requested 

It is requested that the declaration executed by the nine inventors on behalf of 
themselves and the non-signing inventor be accepted, in order to avoid prejudice to 
the applicants and the Assignee. 

Please charge the petition fee under 37 C.F.R, 1 .17(g) to our deposit 
account as set forth below. 

The Director Is hereby authorized to charge any deficiency in the fees 
filed, asserted to be filed or which should have been filed herewith (or with any paper 
hereafter filed in this application by this firm) to our Deposit Account No. 04-1 1 05, 
under Order No. 63249(50964). 

Dated: March 13, 2006 Respectfully submitted, 




EDWARDS ANGELL PALMER & DODGE 



LLP 

P.O. Box 55874 

Boston, Massachusetts 02205 

(617) 439-4444 

Attorneys/Agents For Applicant 



BO32_532700.l 
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Docket No.: 63249(50964) 
(PATENT) 



IN THE UNITED STATES PATENT AND TRADEMARK OFFICE 



In re Patent Application of: 
Barbara Monse et al. 

Application No.: 10/532,263 

Filed: April 12, 2005 

For: N.N-BRIDGED, NITROGEN-SUBSTITUTED 
CARBACYCLIC INDOLOCARBAZOLES AS 
PROTEIN KINASE INHIBITORS 

Assistant Commissioner for Patents 

Mail Stop PCT 

Commissioner for Patents 

P.O. Box 1450 

Alexandria, VA 22313-1450 



Confirmation No.: 8632 
Art Unit: Not Yet Assigned 
Examiner Not Yet Assigned 



DECLARATION OF DR. GEORG SCHNAPPAUF IN SUPPORT OF 
PETITION UNDER 37 CFR S1.47tal 



Sin 



1 . 1, Dr. Georg Schnappauf, declare and say that I am a European Patent 
Attorney with the firm of Dr. Volker Vossius in Munich, Germany. I have represented 
NAD AG, and I now represent SIRENADE Pharmaceuticals AG, as successor to NAD 
AG. 



2. In connection with this application, a Notification of Missing Requirements 
Under 35 U.S.C. §371 in the United States Designated/Elected Office was mailed by the 
U.S. Patent and Trademark Office on September 12, 2005. The Notification of Missing 
Requirements Under 35 U.S.C. §371 in the United States Designated/Elected Office 
indicated that an Oath or declaration of the inventors was missing. 
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3. 1 have attempted to contact Hanno Roder, an inventor named on the above- 
referenced U.S. patent application, to obtain the signature of the inventor as required by 
37 C.F.R. §1.45, to respond to the Notification of Missing Requirements. 

4. To date, I have not been successful in obtaining the signature of Hanno 
Roder on an oath or declaration. 

5. The pertinent facts are as follows: 

• On information and belief, Hanno Roder contributed to the making of this 
invention while under an obligation to assign his rights in the invention to NAD 
AG. 

• On information and belief, Mr. Roder is no longer employed by NAD AG or its 
successor SIRENADE Pharmaceuticals AG. 

• On information and belief, on October 19, 2005, SIRENADE Pharmaceuticals 
AG, as successor to NAD AG, sent an e-mail to Mr. Roder at his then-current e- 
mail address, attaching a Declaration and Assignment for execution. A copy of 
the e-mail sent to Mr. Roder is attached. 

• On information and belief, no response to the October 19, 2005 e-mail was 
received. 

• On information and belief, another request for execution of the formal papers was 
sent to Mr. Roder by SIRENADE Pharmaceuticals AG on November 7, 2005. 

• On information and belief, Ms. Lynn Butler, managing director of SIRENADE 
Pharmaceuticals AG, received an e-mail message from Mr. Roder on November 
12, 2005. In the e-mail message, Mr. Roder stated that the forms were not 
"really needed". I believe that Mr. Roder refused to sign the Declaration and 
Assignment. Copies of the November 7, 2005, and November 12, 2005 e-mails 
are attached. 
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• On January 23, 2006, 1 sent a copy of the subject patent application, together 
with the Declaration and Assignment, by courier to Mr. Roder's last known 
address in the United States (39 Woodside Ave., Westport, CT 06880). 
However, the envelope was returned unopened after three delivery attempts. 

• On January 23, 2006, 1 sent a copy of the subject patent application, together 
with the Declaration and Assignment, by certified letter with reply to Mr. Roder's 
last known address in Germany (Menzinger Strasse 160, 80997 Munchen, 
Germany). However, the envelope was returned unopened with a note indicating 
that Mr. Hanno no longer resides at this address. 

• On January 23, 2006, 1 sent e-mails messages to both haroder@optoline.de and 
hanno. roder(3>t-online.de . Both e-mails were returned to sender as a result of 
delivery failure- Copies of the e-mails sent to Mr. Roder (with failure message 
included) are attached. 

• On February 3, 2006, 1 sent a copy of the subject patent application, together 
with the Declaration and Assignment, by courier to Mr. Roder at TauTaTis, Inc., 
an address found by internet research. All attempts to deliver the envelope were 
unsuccessful. On the same day, the same documents were sent by e-mail to Mr. 
Roder at hanno. roderlfotautat is, net . Although the e-mail was not returned, no 
response was received. 

6. I am not aware of any other address at which Mr. Roder can be contacted. 

7. Based on the above facts, I have concluded that either (1) Hanno Roder 
cannot be found or reached after diligent effort, and/or (2) Hanno Roder was presented 
with the formal papers and a copy of the application as filed (including the specification, 
claims, and drawings), that Hanno Roder has failed to sign the declaration and that 
Hanno Roder is unwilling to execute the declaration at this time. 
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8. I hereby declare that all statements made herein of my own knowledge are 
true and that all statements made on information and belief are believed to be true; and 
further that these statements were made with the knowledge that willful false statements 
and the like so made are punishable by fine or imprisonment, or both, under Section 
1001 of Title XVIll of the United States Code, and that such willful false statements may 
jeopardize the validity of the application or any patent issuing thereon. 




Date 
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21. Feb- 2006 16:09 



DR. VOLKER VOSSIUS 



Nr. 5005 S, 4/Uivonl 



Dr. Gcorg Sehnappauf 



Von: Son/a Knoth Ikrtoth@creJux.coml 
GeeendcL Freitag, 20. Jaro»r200B 14:21 
An: Jochen.muth@bloconncct.crd 



Betreff: WG: National Phase of SI RENADE Pat&nt far the USA 



UrsprOnglfche Nachrldit 

Von: Sonja Knoth 

Gesendeb MitCwoch, I?. Oktobcr 2005 X5:59 
Betreff: National Phase of SIrENADE Patent for Ihe USA 

Dear former members of NAD AG and SERENADE, < 

We era happy to infarrn you thai the SlRENADE patent srpplicatfon and your invention "N.N-Bridged, Nitrogen^ 
Substituted Caroacyclic Indolocarbaioles as Protein Kinase Inhibitors" can now enter Into the national phase In the 



For fulfillment of legal requirement wo would ask you to sign the attached document (personal signature and 
additional signature of a witness) which declares your consent that SIRHNADE (as a successor of NADAG) will 
apply for the US patent Specific agreement on ownership or the Invention and the inventora' bonus are already 
made between you and the company within the specific agreement you signed at NADAG. 

W& would ask you to sign the attached document and to send it back to the company by MAIL Unfortunate* a Tax 
signature is not sufficient r * 7 

Please be aware of the fact that you have to sign two times. 

If you have any further questions or If you need any further information please do not hesitate to contort us. 
Thank you fur your efforts end best regards 
Sonja Knoth 



SFRENADE Pharmaceuticals AG 

Sonja Knoth 
Team Assistant 

Am Klopferspite 19a 
82152 Martlnsried 
Germany 

Phono: +49 80 7Q076Q283 
Fax; +49 89 700760222 
knoUi@sirenade.btz 

This e-mail may contain confidential, and/or privileged Information. If you are not the Intended recipient (or have 




23.01.2006 
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DR. YOLKER VOSSIUS 



Nr. 5005 S- 5/1 d von 1 



Dr< Goor^ Schnappauf 



Votit fionja Knoth Jknoth^crolux.oom] 
3*sendet: Freltag, 20. Januar2003 14.22 
An: jochen.muth@bioconnectde 



Betreff; WO: National Phase of SI REN AD E Patent 



UrsprfJngllche Wachrlcht 

Von: Sonja Knoth 

Gesendet; Montag, 7. Novembsr.20Q5 14i25 
Bertram National Phase of SIRENADE Patenc 

Dear former members of NADAG end SIRENADE, 

Again I Would like to remind you to mail us the signed two pages or the assignment (see attaehement). because the 
lodgement of the signatures is emerCfltfcar for us. 

tf you have any further questions or If you need any fuilher Infbrnialion please do not hesitate to contact us. 

Thank you and best regards, 
Sonja Knoth 



StRENADE Pharmaceuticals AG 

Sonja Knoth 
Tsam Assistant 

Am KJopferspite: 19g 
821 52 Martlnsried 
Germany 

Phone: +49 89 70076O2S3 
Fax +49 69 700760222 
knoth@sirenade.bfc 

This e-mail may contain confidential and/or privileged Information. If you are not the Intended redplent (or have 
received this e-mail in error) please notify the sender immodlatory and destroy this e-mait, Any unauthorized 
copying, disclosure or distribution of the material in this e-mail Is stnetry forbidden 

Dlese E-Mail errthart vertrauliche und/oder rechtnch geschOtete InfOrmailonen. Wenn Sle ntaht der rieblio.Q Adrossat 
sind oaer diese E-Mail IrTtOmllch erhalcen haben, informieren Sie bltte sofort den Absender und vemTehten Sio dlese 
Malt. Das unenaubte Kopleren scwic die unbaftj0te WeUereabo dfeser MaW ist nichlgestattet 



73.01.2006 
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21. Feb. 2006 1 6 :09 



DR. VOtKER VOSS1US 



Nr. 5005 »• 6/H|von2 



Dr. Georg Schnappauf 



Von: Martin Ried trled@crenano.com) 
Gesendct; IWontag, 23. Januar 2QQ5 1024 
Am 'Jochen Mulh' 



Qetreff: WG: Roder 



Sehr geehrter Herr Muth, 

Dies ist ©Ine Anlvwt, die Frau Butler von Herm Roder b*Jcommcn hat OberweSteron SchriftvorKfthrverfogtsio 
nicht 

Vie] a GrQGe 
Martin Ried 



CRF.NANO GmbH 

Dr. Martin Ried 
Managing Director 

Am Klopferspfa: 19a 
821 52 Munchen 
Germany 

Phona: M9 B9 7O076O2DO 
Fax: +49 89 700780222 
"Mobile: +49 163 7007620 
ried@erenano com 

This e-rnall may contain confidential and/or privileged information. If you are not the Intended recipient (or have 
received thlG O-maJ in error) pfease notify tho eonder irnmedlatery and destroy this e-mail. Any unauthorized 
copying, dfscJosurs or distribution of the material in Ihfc email Is strictly forbidden. 

Dieee E-Mail enthfltt vertrauliche und/oder rochtlich geschatzto Informationen* Wenn 61c nicht der rfchUoa Adresset 
slnd Oder dieae E-Mail jrrtQrnfieh emalten haben, tnfbrmleren Slo bltte aofcrt den Absender und vernichten Sie dies© 
Mall. Das unerlauble Kopleran sowfe die unboftjgta Welteroobe dieser Mail ist nicht geslartat 

— Original Massage B 

From: HiLPJl&BO-ter ^■■■i 
To: jyrm Purler, ^ 
Sent; Saturday, November 12, 8:20 PM 

Subject: Re: Telephone Call jgBfr 



I haven't received anytliing in that regard. Where was 
it sent? 

Also, I don't think anything is teally needed here, 
because there are inventor agreements hi place "which 
include such assignment. 

Once Ave are on this topic, I have noted that there axe 
efforts to sell the company or some of its assets. 
Unfortunately, the original inventor agreements do not 
deal clearly with such an event It is my 



23.01.2006 



Lynn, 
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21. Feb. 2006 1 6:09 



DR. VOIKER VOSSIUS 



Nr. 5005 S- 7/Uivon2 



understanding that a final sale of patents or 
compounds Thereunder would be treated like an 
exclusive licensing with regard to inventor 
compensation, since tbey are in effect equivalent 
monetizing events. 

Regards 

Haiuio 



23.01.2006 
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DR. VOlKEft VOSSIUS 



Kr .5005 S- It/U 



Gabrlete Marx 



Von: 

Ge&ondet: 
An: 

Betreff; 



Angellka Gcigolett 

Menlag, 23. Jfcnuar 2006 15:07 

Gabrlete Mat* 

WQ: Mail delivery foiled: returning message to sender 



Paten-tanwaltokanslei * RechtsanwaltsXanzlei 

Dr. VolJcor Voaoiuj 

{Satbolotrasso 6 

93,67 9 Mtlnoben 

Gorxaany 

Font +49-99-99 94 79-6 
Fax*. +49-89-99 84 79-79 
kartileiSvovo . de 
h fctp t //www , vovo * de/ 



Ursprttnglicl** Nachricht 

Von* Mail Delivery System C^ilto; Mailer-Beejnon3t-online.de) 
Gasendet? Montaj, 23. Januar 2006 14:42 
Ad? jcan2iei or. Volfcer Vosslue 

Betrefr: Mail delivery failed: returning meaan^e to sender 



I — ... — , Failed addresses follow: — — — | 

<h anno . xode r Qt -online . de > 

unknown user / Teilnehmcr oxiatiert nicht 

i Measage te*t follows: (body too large, truncated) — — 1 

Received: from voaaius-l.voVo. local (rk+rAuZfw«LF5wyrVrTo£ eB&ejtnKTOSPSUdlTSQXFeZTWr- 
bProC6Qf9(84.1S2.237.35) > by f wd28 , sul < t-Qnlio«.de 

with eercp id lFllou-OccaErO? Men, 2 3 Jan 2006 14 8 33:20 <0100 
Return-Receipt-To: "Kanalei Dr. Vclker Vofisltis" < lean a lei 0 vovo -de > 
MIME-Veraion: 1.0 
Content^Type: multipart /mixed; 

bound* - -^aJttParc^OOl Q1C62022.A7O8GE16" 

Subject: ' " 

Diapoaition-Kotification-To: "tfanrlei Dr. Voikor Vossius* <kanzleiSvovo .de> 

X-MimcOLBs Produced By Microsoft Exchange V6.o.B2«9.0 

Contented 



1 
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DR. VOLKER V08SIUS 



Nr. 5005 S. 13/U 



Gabriels Marx 



Von: 

Gesendet: 
An: 

Betretf: 



Angelika Grlgcleit 
Dienslag.24. Jamjar 2008 1540 
Gabrlele Marx 

WG: Mall delivery failed: returning message to sender 



Paccnwnwaltakanzlci " Rechtssnwsatskanzlai 

Dr. Volkor Vossius 

Geibelstrasse 6 

91679 Munchon 

Germany 

Fon: +49-89-99 64 79-6 
Fax: +49-89-99 84 79-79 
fcanzl Gi 0 VOVO . d© 
http ; / /www » vovo .do/ 



ijrsprungliche Nachricht"— — 

Von: Mail Delivery system [mailt0 8Mailex~DaemonGt-online.de J 
G&sendet; Di^nstag, 24. Januar 2006 15:21 
Tktm ECanzlel Or, Volfcor Vosaius 

Betreff j Mail delivery failed: returning message to sender 



This massage was created automatically by itail delivery software (Exim> . 

A message that you sent could not be delivered to one or more of its 
recio tents. This is a permanent error. The following address les) railed: 

harodorQ optoline . net 
Connection refused: 
retry timeout exceeded 

This ±8 a copy of the message/ including all tho headers. — 

— The body of the messa^a is S346401 characters long; only the first 

1024O or so ase included her*. 

R<aturrt-pnth^ <kani5leievovo.de> 
fcecei^odr xxotn xwd2fl . aul . c-onlino „ da 

by Bi5.ilout09-i2ul.t-onlinQ.com with smtp 

id 1F11XX-00055&-00; Mon, 23 Jan 200G 14:42:16 tOXOO 
Received: from VOS3ius-l,vovo. local |rk+rAuZ£wcLS>5uOrvrTof 69zBx7iKTO5P9Udl7S0XF fiZTWT- 
b&jiQGega IB! . 152 . 237 . 35) ) by fttd28.sul.t-online.de 

with osmtp id lFllou-OCcsErO/ Hon, 23 Jan 2006 14:33:20 +0100 
Raturn-Receipt-To: "Kanzlei Dr. Volkcr Vossius" <k* nzlai0vovo.de> 
MIME- Vers ion; 1.0 
Consent-Type: multipart/misod/ 

boundary'-' _-_Naxtl?art 001 01062022.^7086516" 

subject; 

Dispo sic ion-Kot if ioat ion-Tot "Kanzlei Dr. Volkcr Vossius" <kanzlei8vovo. de> 
X-MimeOLE: ProduC&d By Hloxosott Exchange VS. 0.624 9.0 
Content-class: iati: cOntcnt-Claoflc3 sttGC&ago 
D^to: Mon, 23 Jan 2006 14:41:04 +0100 

Massago-ID: <D15P3141F16SBB4 6A696C3ClflC0Al0BSlflABt>2€vos3iU3-l .vovo. locals 
X-tdS-Has-Attach: yes 
X-MS-TNSF- Correlators 

Thread- Index; AeYgI<je3a36EzyOaSq*me>lpV18*gl5cr'"'' 
From: "Kanzlci Dr. Volker Vcseius" <kanzloifvovo.de> 
To: <ht>Fodcr@optolincnct> 
Co: <hanno. rodox6t-online.de> 

X-ID: rk+rAuZ£waLPSut3rVrTo£6928x7ieCTO5PD0dl7SQXF6ZTWT-bPmG6g9t-dialin.net 
X-TOl-MSGXD; O0e7c598-c977-401c-a822*-37300£29f 17d 

This Is a raulci-part message in taJtME format. 



1 
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21. Feb- 2006 1 6 = 1 1 OR. VOLKEft VOSSIUS Nr. 5005 S. 14/14 

= RGXtPa^t 001 61C62022.A7D86E1S 

Conto^t-Type* t€>Kt /plain; 

chat a*t= " is o- Q o 3 9-1 « 
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